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DETAILED ACTION 

1 . Claims 1 -30 are presented for examination. 

2. The preliminary amendment dated 08/12/2002 has been entered and fully 
considered. 

Priority 

3. The effective filing date for the subject matter in the pending claims in this 
application is 08/02/2001. 

Drawings 

4. The Examiner contends that the drawings submitted on 08/02/2001 are 
acceptable for examination proceedings. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1, 2,4-6, 11, 12, 14-16, 21, 22, and 24-26 are rejected under 35 
U.S.C. 102(b) as being anticipated by Imai et al. (US 5,978,590, "Imai"). 

7. As per claim 1 , Imai discloses a system comprising: 

a server (Fig. 3, item 36) including a script associated with an identifier (col. 1 1 , 
lines 8, lines 15-29); a computer system (Fig. 3, item 34 ) coupled to the server and 
including a port and a device coupled to the port, the device including the identifier (Fig. 
3, item 40 and 40a) ; bar code reader attached to port with bar code); 
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the computer system configured to: 

read the identifier from the device (col. 1 1 , lines 39-42); 

provide the identifier to the server (col. 10, lines 1 1-21); and 

cause a script associated with the identifier to be executed to cause one 

or more software components to be installed onto the computer system (col. 10, 

lines 35-67). 

8. As per claim 2, Imai discloses the system of claim 1 , wherein the computer 
system is configured to cause the script to be executed on the computer system (col. 5, . 
lines (col. 6, lines 30-50; installation script copied to computer terminal and then 
executed). 

9. As per claim 4, Imai discloses the system of claim 1 wherein the server includes 
the one or more software components (col. 2, lines 61-67). 

1 0. As per claim 5, Imai discloses the system of claim 1 , wherein the server includes 
order information associated with the computer system (col. 8, lines 8-23). 

11. As per claim 6, Imai discloses the system of claim 5, wherein the order 
information includes a list of software components to be installed onto the computer 
system, and wherein the list includes the one or more software components (col. 8, 
lines 8-23). 

12. As per claim 21 , Imai discloses a system comprising: 

a computer system (Fig, 3, item 34) for : reading an identifier from a device (Fig. 
3, item 40) coupled to a port of the computer system (col. 1 1 , lines 39-42); providing the 
identifier to a server (col. 10, lines 1 1-21 ); and causing a script associated with the 
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identifier to be executed to cause one or more software components to be installed onto 
the computer system (col. 10, lines 35-67). 

13. As per claim 22, Imai discloses the system of claim 21 , wherein the computer 
system is for: causing the script to be executed on the computer system (col. 5, lines 
(col. 6, lines 30-50; installation script copied to computer terminal and then executed). 

14. As per claim 24, Imai discloses the system of claim 21 , wherein the computer 
system is for: receiving the one or more software components from the server prior to 
the one or more software components being installed onto the computer system (col. 4, 
lines 24-27). 

1 5. As per claim 25, Imai discloses the system of claim 21 , wherein the computer 
system is for: causing the script to be executed, the script configured to cause order 
information associated with the computer system to be detected on the server (col. 8, 
lines 10-24; col. 10, lines 10-15). 

16. As per claim 26, Imai discloses the system of claim 25, wherein the computer 
system is for: causing the script to be executed, the script configured to cause a list of 
software components to be installed onto the computer system to be accessed from the 
order information, the list including the one or more software components (col. 6, lines 
1-7). 

17. As per claims 1 1 , 12, 14, 15, and 16, these claims are method claims reciting the 
method carried out by claims 21 , 22, 24, 25, and 26 respectively and are rejected for the 

• reasons cited for claims 21 , 22, 24, 25, and 26. 
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Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

19. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

20. Claim 3, 13, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Imai et al. (US 5,978,590, "Imai") in view of Oki et al. (US 5,859,969, "Oki"). 

21. As per claim 3, Imai teaches the system substantially as recited in claim 1, but 
fails to explicitly teach wherein the computer system is configured to cause the script to 
be executed on the server. 

22. Oki teaches an installation system wherein the computer system is configured to 
cause the installation script to be executed on the server (col. 13, lines 25-30). 

23. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Imai and Oki because they both deal 
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with a server based installation system for individualized installation of software to a 
remote computer system. Furthermore, the teaching of Oki to cause the installation 
script to be executed on the server increases the reliability of the installation process by 
allowing the server computer to monitor the success of each step of the installation (col. 
13, lines 30-34). 

24. Claims 1 3 and 23 are rejected for the same reasons as claim 3. 

25. Claims 7, 17, and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Imai et al. as applied to 6, 16, and 26 above (US 5,978,590, "Imai") in view of 
Donohue (US 6,202,207 B1). 

26. As per claim 27, Imai teaches the system of claim 26 wherein the computer 
system is for: causing the script to be executed, the script configured to cause the one 
or more software components to be installed onto the computer system. Imai fails to 
explicitly teach that installing the components is in response to detecting the one or 
more software components from the list. 

27. Donohue teaches wherein the install script installs the components in response 
to detecting one or more software components from the list (col. 4, lines 35-38: updater 
program accessing list of programs; col. 4, lines 50-67: updater component detects 
existence of new versions of components and triggers the installation of the 
components). 

28. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Imai and Donohue to trigger installation 
upon detecting the components from the list because they both deal with installation of 
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software on a client computer from a networked server. Furthermore, the teaching of 
Donohue to detect the components on the server increases the usefulness of the clients 
programs by automatically installing up to date versions of the software including the 
latest upgrades and fixes. 

29. As per claims 17, claim 17 is a method claim reciting the method carried out by 
claims 27. Claim 17 is rejected for the reasons cited for claim 27. 

30. As per claim 7, claim 7 is rejected for the same reason as claim 27. 

31. Claims 8-10, 18-20 and 28-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Imai et al. (US 5,978,590, "Imai") in view of Chiloyan et al. (US 
2002/0095501 A1 , "Chiloyan"). 

32. As per claims 28 and 29, Imai does not explicitly teach that the port is a serial 
port and comprises a USB port. 

33. Chiloyan teaches read and identifier from a peripheral device (Paragraph 0041 ; 
reads product and vendor ID; Paragraph 0033 information can include serial number) 
attached to a computer system via a serial (USB) port 46 wherein the identifier is 
correlated with software stored on a server (Paragraph 0046; paragraph 0046; ID info 
used to identify drivers, application software on a server). 

34. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Imai and Chiloyan because they both 
with reading an identifier to provide an index to desired software modules on a remote 
server. Furthermore, the teaching of read the ID from a device connected to a USB 
serial port allows the system to automate the installation of software associated with 
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plug and play peripheral devices which facilitates the use of new devices by locating 
and installing the required drivers and associated software without user intervention 
(See Chiloyan, Paragraph 0037). 

35. As per claim 30, Imai fails to explicitly teach wherein the device is a 
programmable device. 

36. Chiloyan teaches wherein the device is a programmable device (Paragraph 
0039; id stored in programmable memory). 

37. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Imai and Chiloyan to read the 
identification information from a programmable device connected to a serial port 
because they both reading an identifier to provide an index to desired software modules 
on a remote server. Furthermore, the teaching of Chiloyan to use a programmable 
device allows the information associated with locating the required software to be 
updated to added to an existing device thus upgrading the device to locate the 
appropriate software to gain the advantage of automatic installation of application 
software and driver, modules. 

38. Claims 8, 9, and 10 are rejected for the same reasons as claims 28, 29, and 30 
respectively. 

39. Claims 18, 19, and 20 are rejected for the same reasons as claims 28, 29, and 
30 respectively. 
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Conclusion 

40. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following patents and publications are cited to further show 
the state of the art with respect to "System and method for installing software onto a 
build-to-order computer system using an identification device". 

i. US 5,950,010 Hesse etal. 

ii. US 6,301,707 B1 Carroll et al. 

iii. US 2002/01 03952 A1 Thompson et al. 

iv. US 6,226,412 B1 Schwab 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Isaac R Clark whose telephone number is (571 )272- 
3961 . The examiner can normally be reached on Monday-Friday 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A Follansbee can be reached on (571)272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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